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The preliminary amendment of February 4, 2004 has been entered in full. 
Claims 16-23 are currently pending and under examination. 

The disclosure is objected to because of the following informalities: the related 
application data should be updated to include the present status of the parent 
application. Appropriate correction is required. 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claims 16-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. More specifically, the following grounds for 
indefiniteness apply to the indicated claims. 

(A) Claims 17 and 18 each provide the limitation to "the cycloolefin polymer". 
There is insufficient antecedent basis for this limitation in the claim. Compare, e.g., 
claim 16, line 2, where "a polymer ..." is broadly recited. 

(B) Similarly, claim 20 refers to "the organic solvent" (see lines 4-5), which is an 
improper indirect limitation of "a solvent" as earlier recited therein. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 16-23 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
5783639 to Kataoka et al ("Kataoka"). 

The claimed invention, as defined in claim 16, is a dry film formed from a curable 
resin composition comprising a polymer having a number average molecular weight 
(Mn) within a range of 1 ,000 to 1 ,000,000 as measured by gel permeation 
chromatography, and a hardener. Claim 17 further limits the (cycloolefin) polymer by 
specifying at least 50 mol% of a repeating unit derived from a cycloolefin monomer and 
a glass transition temperature of at least 100°C as measured by differential scanning 
calorimeter. Claim 18 specifies that the (cyclooolefin) polymer has a polar group (e.g., 
epoxy as per Specification page 25). Claim 19 limits the curable resin composition to a 
varnish comprising an organic solvent. 

Kataoka discloses a resin composition comprising an epoxy group-containing 
cycloolefin resin and crosslinking agent, the composition characterized by, inter alia, 
excellent heat resistance, solvent resistance, low water absorption property, electrical 
insulating property, adhesion and chemical resistance, and by suitability as a layer 
insulation film for circuit boards, semiconductor devices and electronic components, 
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including inter-layer insulation material between wiring layers (col. 1, II. 16-25; col. 2, II. 
51-65; col. 3, II. 10-20 and col. 13, II. 30-33). 

Regarding "dry film" formation, Kataoka describes film obtained by coating a 
solution of its photosensitive resin composition on a substrate. As per column 1 1 , lines 
35+, the solution is coated on a substrate, dried and then optionally prebaked; the 
coating film thus obtained may be then cured by heating. The thin films so obtained are 
said to have a water absorption of at most 0.1 % (col. 12, II. 36-38), which corresponds 
to water absorption values given for the cycloolefin polymer of the present invention (cf. 
Specification page 18). Further, in the working examples, e.g., Example 1 , Kataoka 
demonstrates the above-noted film coating procedure, including the step of drying cast 
film formed from a xylene solution of epoxy-modified thermoplastic resin A and a 
specific bisazide curing agent. As per Referential Example 1 , said resin A has a Mn 
(26,000) and glass transition temperature (154°C) meeting the corresponding limitations 
of claims 16 and 17 and is wholly constituted of a specific cycloolefin monomer (see col. 
13, II. 40-55). In addition, xylene is an organic solvent within the "varnish" limitation of 
claim 19 (cf., xylene isomers mentioned as varnish components at page 56 of the 
Specification). 

As such, Kataoka is seen to disclose a dry film meeting all the essential 
limitations of claims 16-19. 

Regarding claims 20 and 21 , Kataoka provides for prebaking the dried film prior 
to curing by heating as noted above and, in Example 8 (as well as 9-15), describes 
specific prebaking conditions (80°C for 90 sec.) whereby a film-coated silicon wafer is 



Application/Control Number: 10/772,181 Page 5 

Art Unit: 1713 

formed. The coated film is subsequently provided with via holes then cured by heating 
at 250°C for three hours and a copper layer formed over the surface of the coating film 
(see col. 17, II. 23-35). The prebaking conditions (prior to curing) are considered to 
qualify as solvent removal conditions within the recitations of claim 20, final three lines. 
Similarly, the copper layer formed over the surface of the described coating film is seen 
to meet the claim 21 limitation of a "conductive layer formed on the surface of the 
insulating layer". 

As such, Kataoka is seen to disclose a process and laminate conforming to the 
essential limitations of claims 20-21 . 

Regarding claims 22 and 23, at least Examples 16-21 of Kataoka describe 
insulating film cast from an organic solvent solution of an epoxy-modified cycloolefin 
resin and a crosslinking agent onto a silicon wafer and wherein via holes were 
subsequently formed (see col. 19, lines 25+ and col. 20, II. 30-33). As per the 
corresponding Referential Examples, all of the cycloolefin resins used in Examples 16- 
21 meet the Mn limitation of these claims. Further, Example 16 details the repetition of 
a step corresponding to step (B) of claim 23; that is, the step of coating again the same 
solution of the photosensitive resin composition used previously, on the copper-plated 
surface of the coating film, followed by repeating the "same procedure as described 
above" to fabricate a circuit board having two insulating layers and two wiring (i.e., 
conductive) layers (see col. 19, II. 60+). 

As such, Kataoka is seen to disclose a multi-layer laminate and process for 
producing same that meet all the essential limitations of claims 22-23. 
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Accordingly, the applied reference is deemed to provide an adequate basis to 
justify an anticipation rejection of applicants 1 claims. 



No claims are allowable at this time. 



Any inquiry concerning this communication should be directed to Examiner F. M. 

Teskin whose telephone number is (571 ) 272-1 116. The examiner can normally be 

reached on Monday through Thursday from 7:00 AM - 4:30 PM, and can also be 

reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571 ) 272-1 114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




' FRED TESKIN 
PRIMARY EXAMjNF~ 



FMTeskin/1 1-28-05 



